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DETAILED ACTION 

Applicant's amendment of claims 1, 4, 39-41 , 45-48 and the addition of new 
claims 49-58, in the paper 8/29/2006, is acknowledged. Claims 1 , 4, 6, 10-16 and 39- 
58 are at issue and are present for examination. 

Applicants' arguments filed on 8/29/2006, have been fully considered and are 
deemed to be persuasive to overcome some of the rejections previously applied. 
Rejections and/or objections not reiterated from previous office actions are hereby 
withdrawn. 

Newly submitted claims 49-58 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Inventions corresponding to claims 1,4, 39-41, 45-48 and the inventions 
corresponding to claims 49-58 are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case the nucleic 
acid can be used in other methods such as those used to mutate the encoded protein. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 49-58 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 
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Information Disclosure Statement 

Applicants filing of the information disclosure statement filed on 8/29/2006 is 
acknowledged. Those references considered have been initialed. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 4, 6, 10-16 and 39-48 are rejected under 35 U.S.C. § 101 because the 
claimed invention is directed toward non-statutory subject matter. In the absence of the 
hand of man, naturally occurring nucleic acids are considered non-statutory subject 
matter. Diamond v. Chakrabarty, 206 USPQ 193 (1980). As previously stated, this 
rejection may be overcome by amending the claims to contain wording that specifies 
that the "full complement thereof portion of the claim is an isolated molecule. The 
problem found in the current claims can be illustrated more clearly by looking at claims 
40, 47 and 48, which are each drawn to "an isolated nucleic acid which encodes a 
polypeptide" or "a full complement thereof. While claims 1, 4, 6, 10-16, 39, 41-46 are 
not as clear as claims 40, 47 and 48, they also can be interpreted in a similar fashion as 
encompassing non-statutory subject matter. 

In response to this rejection applicants have amended the claims and traverse 
the rejection as it applies to the newly amended claims. Applicants traverse the 
rejection on the basis that applicants submit that the pending claims do not encompass 
non-statutory subject matter, as the pending claims are directed to isolated nucleic acid 
molecules and "the full complement thereof." Applicants submit that based on the plain 
language of the claims, it is evident that the complement of an isolated nucleic acid 
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molecule would necessarily have to also be an isolated nucleic acid molecule. 
Applicants submit that based upon this, the claims do not encompass non-statutory 
subject matter. 

Applicants further submit in support of applicants position claims from a number 
of issued U.S. Patents directed to subject matter. 

Applicant's complete argument is acknowledged and has been carefully 
considered, however is found nonpersuasive for the reason previously stated and 
herein repeated. 

As previously stated, this rejection may be overcome by amending the claims to 
contain wording that specifies that the "full complement thereof portion of the claim is 
an isolated molecule. The problem found in the current claims can be illustrated more 
clearly by looking at claims 40, 47 and 48, which are each drawn to "an isolated nucleic 
acid which encodes a polypeptide" or "the full complement thereof. Applicant's 
statement that "the complement" of an isolated nucleic acid molecule would necessarily 
have to be an isolated nucleic acid is not convincing and unclear. Nothing in "the 
complement" dictates or necessitates "isolated". Thus the claims remain rejected for 
the reasons previously stated. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard G. Hutson whose telephone number is (571) 
272-0930. The examiner can normally be reached on 7:30 am to 4:00 pm, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapu Achutamurthy can be reached on (571) 272-0928. The fax 
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phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1652 
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